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Nassau County Bar Association

Annual Meeting

May 14, 2019 = 7:00 p.m.

Proxy statement can be found on the 
insert in this issue of the Nassau 
Lawyer. The Annual meeting will 
confirm the election of NCBA officers, 
directors, Nominating Committee 
members, and Nassau Academy of 
Law officers.
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Notice of

Domus
15th & West Streets
Mineola, NY  11501

A complete set of the By-Laws, 
including the proposed amendments, 
can be found on the Nassau County 
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www.nassaubar.org. Copies are 
available at the reception desk at 
Domus, or by mail upon request.
   
       Rosalia Baiamonte
       Secretary 

COME . . . AND BE A STUDENT AGAIN!

LAW DAY 2019
Free Speech, Free Press, Free Society

By Ann Burkowsky
Freedom of speech and press are among 

the most important liberties for a free soci-
ety within the United States and many coun-
tries around the world. Free Speech, Free 
Press, Free Society is this year’s focus topic at 
the Nassau County Bar Association’s upcom-
ing Annual Law Day Awards Dinner on 
Wednesday, May 1, 2019.

The evening will commence with a cock-
tail reception beginning at 5:30 PM, suc-
ceeded by a dinner and awards presentation 
at 6:30 PM. Following the cocktail reception, 
the NCBA will be honoring four individuals 
for their dedication and commitment to 
the legal community. There will be three 
award categories this year that include the 
Liberty Bell Award, Peter T. Affatato Court 
Employee of the Year Award and Thomas 
Maligno Pro Bono Attorney of the Year 
Award.

By Daniel W. Russo
When I was fortunate enough to be inducted 

last June as Dean of the Nassau Academy of 
Law, one of the goals I hoped to achieve was 
getting our members to come to Domus and Be 
Students Again. The Nassau Academy of Law, 
quite simply, is the premiere provider of CLEs 
for NCBA members and there simply is no bet-
ter time to come to Domus and take advantage 
of the wide array of programs and seminars 
being offered. Come listen, learn, earn those 
CLE credits and . . . Be Students Again.   

The biggest event of the membership year 
officially kicked off this past June and has 
truly re-energized the Bar Association. In an 
extraordinary move aimed at providing a true 
member benefit, CLEs are included with your 
dues.   All members of the Association can 
take advantage of free unlimited live CLEs, 
including free Bridge-the-Gap weekend, free 
committee CLEs, and twelve free credits of 
CD/DVD rental. It’s been a great year at the 
Academy and the Bar Association, full of new 
ideas and energy, and we are excited for the 
months and years to come.

One of the main focuses of the Academy 
this year is cooperation and conjunction with 
the 50+ substantive committees. We continue 
to look to the committees to keep us informed 
about what’s new and what’s relevant and we 
expect our committee leaders to bring these 
topics to our members via CLEs. A perfect 

example of this has been the brilliant work 
of the Diversity and Inclusion Committee in 
bringing exceptional, cutting edge programs 
to the Academy this year.  

As all of you know, as of July 1, 2018, the 
New York State CLE Board requires all expe-
rienced attorneys to have one credit in diver-

sity, inclusion and elimination of bias as part 
of their biennial registration. All diversity 
and inclusion courses have the shared theme 
of not only making us better attorneys, but 
better individuals.

The Diversity and Inclusion Committee, 
chaired by District Court Judges Linda Mejias 
and Maxine Broderick, is at the forefront of 
crafting innovative and timely CLE programs. 
For example, the Committee’s first outing was 
a trial re-enactment of the landmark civil 
rights trial, Meredith v. Fair, regarding racial 
integration of higher education in the South. 
Twenty-five NCBA members read for the 
parts of attorneys, witnesses and judges and 
the re-enactment was a fascinating look at a 
trial held decades ago that addressed social 
issues that remain at the forefront of our 
country today. 

If you were unfortunate enough, however, 
to miss the Meredith re-enactment, have no 
fear, the Diversity and Inclusion Committee’s 
next Academy re-enactment will take place 
on May 7, 2019. This re-enactment of Korem-
atsu v. United States depicts the arrest and 
trial of Fred Korematsu, a Japanese-Amer-
ican who refused to go to a concentration 
camp after President Roosevelt issued Exec-
utive Order 9066, uprooting some 120,000 
Japanese-Americans — two-thirds of them 
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Intellectual Property Issues and 
Social Media Promotions

Promotions such as sweep-
stakes and contests are frequent-
ly conducted by businesses on a 
social media platform and often 
require an entrant to submit and 
post a photo, video or some other 
form of user-generated content 
(UGC). While a fun and inter-
active way to engage with your 
audience, these types of submis-
sions have potential to expose a 
promotion sponsor to potential 
liability for various intellectual 
property-related claims, including 
trademark infringement, copy-
right infringement and violation of rights of 
publicity or privacy.

Trademark
When UGC submissions entail an 

entrant’s submission of a photo or video, they 
may expose a promotion sponsor to potential 
liability for infringement of a third party’s 
intellectual property right if, for example, 
an entrant’s submission displays third-party 
trademarks in the background, on signage 
or on clothing. This could subject the spon-
sor to a Lanham Act1 claim since utilizing 
a third-party’s trademark in this manner 
could arguably give rise to a false association 
between the trademark owner and promotion 
sponsor, by suggesting that the trademark 
owner: (i) is a co-sponsor of the promotion; 
(ii) has given permission for use of its trade-
mark; (iii) endorses the promotion; and/or 
(iv) is otherwise affiliated with the promotion 
sponsor.

If a third-party’s famous trademark is 
being used in a way that tarnishes the reputa-
tion of the trademark owner (for example, by 
associating the trademark with pornography 
or drugs), there could also be potential liabil-
ity for trademark dilution.2

Copyright
Copyright laws could be implicated if UGC 

submissions contain copyrighted material, 
such as music or photos. Use of copyrighted 
materials in social media promotions raises a 
number of potential issues and risks relating to 
infringement of third party rights, both for the 
participant and the sponsor of the promotion, 
unless the copyrighted material has been used 
with permission, is in the public domain or 
falls within the parameters of parody or fair 
use.3 

Copyright is the exclusive right of an author 
to use original creative material that has been 
fixed in a tangible form (including photos, vid-
eos, music and other content that can be used 
as part of online contests and promotions). 
The copyright holder has the exclusive right 
to copy, sell, distribute, display, exhibit, per-
form and/or make derivative works from the 
copyrighted work.4 Direct copyright infringe-
ment occurs when someone violates one of 
the foregoing exclusive rights of the copyright 
holder.5 Unless the user either creates the 
image/content, obtains permission from the 
copyright owner, or the image/content is in 
the public domain, use of copyrighted material 
in connection with a social media promotion 
runs the risk of triggering a direct copyright 
infringement issue.

If a copyright owner can make the requisite 
showing of ownership and violation of one 
of its statutory exclusive rights, the user may 
nonetheless avoid liability if it can show that 
the unauthorized use was either “de minimis” 
or a “fair use.”

The “de minimis” use defense is considered 
separately from, and in advance of, the fair 
use analysis and focuses on whether “copying 
has occurred to such a trivial extent as to fall 
below the quantitative threshold of substan-
tial similarity, which is always required as an 

element of actionable copying.”6 
In cases involving visual works, 
the analysis centers on the observ-
ability of the copied work, includ-
ing the length of time the copied 
work is observable in the alleged-
ly infringing work.7 Courts have 
found that film clips incorporated 
into documentaries, film trailers 
or other works that are plainly 
observable and appear prominent-
ly in the other work are likely to 
exceed the de minimis threshold.8 

The “fair use” defense provides 
that the “fair use of a copyrighted 

work for purposes such as criticism, com-
ment, news reporting, teaching, scholarship, 
or research,” is not an infringement of copy-
right.9 The fair use determination is based 
upon consideration of: (i) the purpose and 
character of the use, including whether such 
use is commercial or for nonprofit educational 
purposes; (ii) the nature of the copyrighted 
work; (iii) the amount and substantiality of 
the portion used in relation to the work as a 
whole; and (iv) the effect of the use upon the 
potential market for and value of the copy-
righted work.10 These factors are not meant to 
be exclusive or constitute a bright line rule, but 
rather, are applied on a case-by-case basis.11 

Another potential defense to a copyright 
infringement claim is an implied license.12 
Generally, a court can find an implied license 
“where the copyright holder engages in con-
duct from which [the] other [party] may 
properly infer that the owner consents to his 
use.”13 In certain circumstances, courts have 
found silence or the failure to object to the use 
to be the equivalent of a non-exclusive license, 
particularly where the plaintiff is aware of and 
encourages the defendant’s use.14

In addition to potential direct infringement 
claims, sponsors of social media promotions 
run the risk of being found contributorily or 
vicariously liable in connection with copyright 
infringement on the part of their promotion 
participants.

Contributory infringement involves 
“intentionally inducing or encouraging direct 
infringement.”15 It can take one of two forms: 
actively encouraging (or inducing) infringe-
ment through specific acts or distributing a 
product that recipients use to infringe copy-
rights if the product is not capable of substan-
tial or commercially significant non-infring-
ing uses.16

Vicarious infringement involves “profiting 
from direct infringement while declining to 
exercise a right to stop or limit it.”17 To be 
vicariously liable, a party must have “both a 
legal right to stop or limit the directly infring-
ing conduct, as well as the practical ability to 
do so.”18

Publicity Rights
The right of publicity is a state-based intel-

lectual property right, which prohibits someone 
from using another person’s name or likeness 
for a commercial purpose without their per-
mission. Virtually every state currently recog-
nizes the right of publicity, either by statute or 
by common law.19 Consequently, if a video or 
photo contest submission depicts individuals 
other than the entrant, the sponsor could be 
subject to claims for violation of those indi-
viduals’ right of publicity by posting the photo 
or video on the sponsor’s commercial website 
without their permission. If the photo or video 
is posted only on the sponsor’s “fan page” of a 
social media site, an argument may be avail-
able that it is not being used for a commercial 
purpose, depending upon the nature and use of 
the sponsor’s social media page. Conversely, the 

Terese L. Arenth

OPEN HOUSE
Thursday, June 13, 2019

3:00 - 7:00 p.m. 
The Nassau County Bar Association, Nassau Suffolk Law Services and The Safe Center 

invite all attorneys to volunteer for an OPEN HOUSE.

Any Nassau resident can come to the Bar Association’s headquarters, located at the 
corner of 15th & West Streets in Mineola, and speak with an attorney.

Attorneys knowledgeable in any of the areas of law below
are needed to advise these residents.
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Volunteers please contact
Cheryl Cardona at (516)747-4070 or 

ccardona@nassaubar.org

VOLUNTEER ATTORNEYS NEEDED

Ÿ Bankruptcy
Ÿ Divorce & Family Issues
Ÿ Employment

Ÿ Mortgage Foreclosure & Housing
Ÿ Senior Citizen Issues
Ÿ Superstorm Sandy

Attorneys DO NOT provide legal representation. 
Attorneys are needed between the hours of 3:00-5:00 and 5:00-7:00 p.m.

 We take pride in honoring the
NCBA members who are celebrating the 

50, 60 and 70 year anniversary 
of their admission to the Bar.

Honoring the 2019 
Distinguished Service Medallion Recipient

Stephen Gassman, Esq.
NCBA Past President, Founder of WE CARE

Senior Partner Gassman Baiamonte Gruner, P.C.

Join us on  
at the Association’s

120th Annual Dinner Dance
Long Island Marriott
Uniondale, New York

$225 per person

Saturday, May 11, 2019

To take a sponsorship, place an ad in the 
Dinner Dance Journal, 

or make your Dinner Dance reservation,
contact Special Events at 

(516)747-4070 or events@nassaubar.org.

See PROMOTIONS, Page 17
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sponsor may have liability if the video or photo 
is used by the sponsor in an advertising cam-
paign, on television or in a print ad, unless it has 
obtained the consent and a release from all par-
ties whose likeness appears in the submission. 

Either way, a defense may be available to the 
sponsor if the use (in whichever form and man-
ner) is fleeting and insignificant, as some courts 
have held that an incidental use of one’s picture 
does not amount to a right of publicity viola-
tion. 20 If the posted photo or video includes the 
likeness of a person that is merely one of many 
photos or videos posted on the site, and it is not 
used as an endorsement of the sponsor’s prod-
uct or services, then it could be argued that the 
use is simply incidental to shield the sponsor 
from liability.21

Examples of Best Practices to 
Mitigate against Liability 

Online sweepstakes and contests should 
always have written official rules, which con-
stitute a promotion sponsor’s “contract” with 
its entrants. The official rules should include 
important information such as eligibility for 
entry, the steps that must be taken for entry, a 
description of the prizes available to be won, 
as well as the approximate retail value of the 
prizes and a myriad of other recommended 
provisions. 

To reduce a promotion sponsor’s legal 
risks, in the official rules, the sponsor should 
disclose clear content submission guidelines, 
including any type of content that is unac-
ceptable and any general prohibitions, such 
as “do not use third party materials;” “do not 
copy existing works;” “do not show a third 
party in the photo/video (without written 

permission);” and “do not depict any activity 
that violates the law, is obscene, lewd, vulgar 
or defamatory, involves violence, drugs or 
alcohol, is dangerous, disparages competitors, 
or is otherwise inappropriate.” Submission 
requirements and any limitations should be 
prominently disclosed at, or in proximity to, 
the point of entry. The sponsor is advised to 
put measures in place to screen, monitor and 
filter submissions, and the promotion rules 
should reserve the sponsor’s discretionary 
right to disqualify an entrant and take down 
and remove any submission that it deems to be 
infringing upon another’s rights or otherwise 
inappropriate, objectionable or not in compli-
ance with the promotion rules.

The sponsor should also decide how it 
intends to use the submission and the pro-
motion rules should clearly disclose the rights 
that it seeks to acquire. For example, if the sub-
missions will be incorporated into an adver-
tising campaign, the sponsor may want to 
obtain all copyright ownership interest in the 
submissions (or, at minimum, to the winning 
submissions) or perhaps a perpetual license 
for use. If the sponsor intends use of the sub-
mission for limited purposes, such as simply 
posting on its website or sharing on its social 
platforms, a limited license may be sufficient 
for that usage. 

Regardless of whether a sponsor intends 
to own or license any submission, prior to 
use, the sponsor should clear the intellectual 
property rights that have been incorporated 
within the UGC to mitigate against potential 
exposure to infringement claims. For example, 
the sponsor should examine the content of 
submissions that contain images to determine 
if the image has a celebrity or some other 
third party depicted in the image, which may 
require that person’s consent and release to 
the use of his/her image. The sponsor should 
ensure that the image does not contain any 

third party trademarks and should also con-
sider whether or not it wants the image con-
nected to its brand. To further reduce liability, 
a sponsor should avoid promotion concepts 
that arguably induce infringement, for exam-
ple, by encouraging entrants to submit photos 
that an entrant copied or found online.

Conclusion
This article highlights only some of the 

potential legal issues that may be associated 
with promotions conducted on social media 
platforms. While social media offers a com-
pany many benefits and opportunities for 
viral marketing and real-time interaction with 
consumers, legal counsel should ensure that 
its promotion is compliant with the myriad of 
applicable laws. 
Terese L. Arenth is a partner with Moritt 
Hock & Hamroff LLP in its Garden City 
office, where she chairs its Marketing, 
Advertising & Promotions practice group, as 
well as co-chairs its Cybersecurity, Privacy 
& Technology practice group, both of which 
are within the firm’s Intellectual Property 
department.
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Use of copyrighted materials 
in social media promotions 
raises a number of potential 

issues and risks relating 
to infringement of third 
party rights, both for the 

participant and the sponsor 
of the promotion.
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